THL'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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Bef ore STONER, Chi ef Adnministrative Patent Judge, and COHEN and
FRANKFORT, Adninistrative Patent Judges.

FRANKFORT, Adninistrative Patent Judge.

! Application for patent filed January 10, 1995.
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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 15, all of the clains pending in

this application.?

Appel lant's invention relates to a frame for pictorial
matter, such as hobby cards and photographs. As best seen in
Figures 3 through 9 and 14, the frane includes front and back
view ng panels (16) of clear plastic formed as w ndow nodul es
(18) and (20) respectively, top and bottom edge nenbers (50), and
opposite side edge nenbers (90). Each of the top, bottom and
opposite side edge nenbers includes a channel (e.g., 78, 104)
along its inner side for closely receiving therein respective
top, bottom and opposite side areas of the w ndow nodul es (18,
20). \When assenbl ed together with the view ng panels, the ends
of the top and bottom edge nenbers are secured to the ends of the

opposite side edge nenbers via securing posts (68, 70) on the top

2 Jdaim1l has been anended (subsequent to the final
rejection) in a paper filed Decenber 13, 1996 (Paper No. 7). As
indicated in the advisory action mailed January 10, 1997 (Paper
No. 8) the rejection of clains 1 through 8 under 35 U S.C. § 112,
second paragraph, in the final rejection has been overcone by the
above- not ed anendnent.
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and bottom edge nenbers which are received in holes (112, 114) at
the ends of the side edge nenbers. Claim1l is representative of
the subject matter on appeal and a copy of that claimis attached

to this decision.

The prior art references of record relied upon by the

exam ner as evi dence of obviousness of the clained subject matter

ar e:

Wal ler et al. (Valler) 2,823,472 Feb. 18, 1958
Abati el | 3,426,913 Feb. 11, 1969
Lyman 4,271,618 June 9, 1981
Ast ol fi 4,989, 353 Feb. 5, 1991

Clainms 1 through 4, 9, 12, 14 and 15 stand rejected

under 35 U. S.C. 8 103 as bei ng unpatentabl e over Lyman.

Clainms 5 through 7 and 10 stand rejected under 35

U S.C. 8§ 103 as being unpatentable over Lyman in view of Astolfi.

Clains 8 and 11 stand rejected under 35 U.S.C. § 103 as

bei ng unpatentabl e over Lyman in view of Waller.
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Claim 13 stands rejected under 35 U.S.C. § 103 as being

unpat ent abl e over Lyman in view of Abatiell.

Reference is made to the exam ner's answer (Paper
No. 11, mailed March 11, 1997) for the examner's reasoning in
support of the above-noted rejections and to appellant's brief
(Paper No. 10, filed February 11, 1997) for appellant's argunents

t her eagai nst .

OPI NI ON
Qur eval uation of the obviousness issues raised in this
appeal has included a careful assessnent of appellant's
specification and clains, the applied prior art references, and
the respective positions advanced by appell ant and the exam ner.
As a consequence of our review, we find that we are unable to
sustain any of the examner's rejections of the appeal ed cl ai ns.

Qur reasoning foll ows.
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In rejecting clains 1 through 4, 9, 12, 14 and 15 under
35 U.S.C. 8 103 relying on Lyman, the exam ner has recogni zed

that Lyman fails to disclose, teach or suggest a photographic

di splay or frame for pictorial matter which includes "separate
left and right edge nenbers defining channels or top and bottom
edge nenbers defining channels receiving the left, right, top and
bott om si des of the panels"” (answer, page 3). To address these
di fferences between the applied prior art and the clai ned subject
matter, the exam ner has urged that

[i]t would have been obvi ous to one having

ordinary skill in the art at the tinme the

invention was made to integrate the side, top

and bottom edge nenbers into the front and

back view ng panels, since it has been held

that om ssion of an elenent and its function

in a conbination where the remaining el enents

performthe sane functions as before involves
only routine skill in the art.

It is apparent to us fromthe exam ner's foregoing
statenent of "obviousness" that the exam ner has m sapplied the
above-noted precept of patent |aw concerning elimnation of an
element and its function (set forth in cases such as In re
Larson, 340 F.2d 965, 969, 144 USPQ 347, 350 (CCPA 1965) and In
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re Kuhle, 526 F.2d 553, 555, 188 USPQ 7, 9 (CCPA 1975)) by

attenpting to apply this legal precedent to the clained invention

instead of to the prior art photographic display of Lyman. It is

well settled that for the Patent and Trademark O fice (PTO to

establish a case for obviousness in the first instance, it is
necessary for the exam ner to ascertain whether or not the
reference teachings of the applied prior art would appear to be
sufficient for one of ordinary skill in the relevant art having
the references before himto nmake the proposed substitution,

conbi nation, or other nodification. See, e.q.. In re Lalu,

747 F.2d 703, 705, 223 USPQ 1257, 1258 (Fed. G r. 1984). Stated
anot her way, obviousness can only be established by conbining or
nodi fying the teachings of the prior art to produce the clained

i nvention where there is sone teaching, suggestion, or notivation
to do so found either in the references thenselves or in the
know edge generally available to one of ordinary skill in the

art at the tinme of appellant's invention. See, e.qg.. In re Fine,

837 F.2d 1071, 1074, 5 USP@2d 1596, 1598 (Fed. Cr. 1988);

Ashland G, Inc. v. Delta Resins and Refractories, |Inc.
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776 F.2d 281, 297 n.24, 227 USPQ 657, 667 n.24 (Fed. G r. 1985),

cert. denied, 475 U.S. 1017 (1986); ACS Hosp. Sys., Inc. v.

Mont efi ore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cr. 1984).

In the present case it is clear to us that the applied

prior art patent to Lyman has no teachings that are rel evant to,

or in any way establish the obviousness of, the left and right

si de edge nenbers, the top and bottom edge nenbers, or the neans
for securing the ends of the top and bottom edge nenbers to the
ends of the respective left and right side edge nenbers, as set
forth in appellant's independent claim1l on appeal, or the sane
structure defined in sonewhat different |anguage in independent
clains 9 and 12 on appeal. Gven this determnation, it follows
that we will pot sustain the examner's rejection of clains 1
through 4, 9, 12, 14 and 15 under 35 U.S.C. 8§ 103 as being

unpat ent abl e over Lynman.

A review of the patents to Astolfi, Waller and
Abatiell, applied by the exam ner agai nst dependent clains 5
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through 8, 10, 11 and 13 on appeal, reveals nothing which
woul d supply that which we have noted above to be lacking in

t he basic teachings of the Lyman reference. Accordingly, the
rejections of these clains under 35 U S.C. 8§ 103 will Iikew se

not be sust ai ned.

To summari ze:

We have not sustained any of the exam ner's rejections
of the appealed clainms under 35 U.S.C. § 103, and the decision of

the examner is, therefore, reversed.

REVERSED

BRUCE H STONER, JR )
Chi ef Adm nistrative Patent Judge )
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BOARD OF PATENT
APPEALS AND
| NTERFERENCES

| RW N CHARLES COHEN
Adm ni strative Patent Judge

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

N N N N N N N N N N



Appeal No. 97-3000
Appl i cation 08/ 370, 867

Robert M Hessin

Dougherty Hessin Beavers & G| bert
Two Leadershi p Square

211 North Robi nson

Sui te 1400

Ckl ahoma Gity, OK 73102
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APPENDI X
1. A frane for pictorial matter, conprising:

front and back view ng panels each forned of clear
plastic wth inside and outside surfaces, and being interl ocked
together to have opposite left and right sides, and top and
bottom sides form ng an outer periphery, said view ng panel being
capabl e of containing said pictorial matter therebetween;

left and right side edge nenbers each fornmed to have a
snooth outer sided, front side, rear side and inner side while
defining a channel along the inner side, said left and right
sides of the view ng panel being closely contained within the
respective channels of said |left and right side edge nenbers;

top and bottom edge nenbers each forned to have a
snooth outer side, front side, rear side and inner side while
defining a channel along the inner side, said top and bottom
sides of the view ng panel being closely contained within the
respective channels of said top and bottom edge nenbers; and

means for securing the ends of top and bottom edge
menbers to the ends of respective |left and right side edge
menbers to formthe corners of a rectangul ar frane.



